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Art Unit: 3683 

DETAILED ACTION 
Drawings 

1 . Figures 6 and 7 should be designated by a legend such as --Prior Art™ because 
only that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention is not Identically disclosed or described as set 
forth in section 102 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

3. Claims 3, 5, 6, 8, 9 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Prior art figure 6 in view of JP-41 14145 (JP'145). 

Re: claims 3, 5, and 10. Prior art figure 6 shows a hydraulic vibration proof 
device comprising: a cup-shaped second attachment 100 forming an air chamber 103 
which is characterized in that the second attachment fitting is fabricated from aluminum 
as disclosed in paragraph [0007] and includes a peripheral wall portion and a curved 
portion interposed between the bottom wall portion and the peripheral wall portion and 
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curved in an arc form in axial cross-section, the bottom wall portion is defined with a 
hole and having a bolt. 




tion 



Prior art figure 6 is silent with regards to the remaining structure of the vibration 
proof device and lacks the claimed through hole and bolt arrangement on the bottom 
wall portion. 

JP'145 teaches in figure 1 the use of a vibration proof device comprising a 
cylindrical fitting 1, a first attachment fitting 9, a vibration isolating base made of rubber 
elastomer 2 coupling an upper end opening of the cylindrical fitting and the first 
attachment fitting, a diaphragm 3 disposed to oppose the vibration isolating base and 
forming a liquid chamber between the vibration isolating base and the diaphragm within 
the cylindrical fitting, and a cup-shaped second attachment 7 fitting attached to a lower 
end opening of the cylindrical fitting and forming an air chamber 8 between the second 
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attachment fitting and the diaphragm, which is characterized with a bottom wall portion 
shown to the left of the lead line of number 7 defined with a through hole and has a bolt 
1 1 having a serration portion 10 below its head press-fitted in the through hole and 
provided fixedly to the second attachment fitting in such a manner that the bolt juts out 
from the second attachment fitting downwardly. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the structure of the vibration proof device of prior 
art figure 6 to have included a cylindrical fitting, a first attachment fitting, a vibration 
isolating base made of rubber elastomer, and a diaphragm as taught by JP'145, in order 
to provide a structure that provides damping between two vehicle components in an 
axial direction. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the bolt and hole arrangement on the bottom wall 
portion to have been a bolt jutting out downwardly from a through-hole, as taught by 
JP'145, in order to provide a means of more effectively securing the bolt against fall out. 

Re: claim 6. Prior art figure 6, as modified teaches in Prior art figure 6 the 
limitation wherein a length of the serration portion is set to be shorter than a depth of the 
hole, thus providing the non-serration bonding portion between the serration portion and 
a lower end opening face of the hole. 

Re: claims 8 and 9. With regards to the relationship of the different device 
portions, Examiner maintains that obviousness is found on the basis of "routine 
experimentation with a very limited number of species". In re Jones, 162 USPQ 224 
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(CCPA 1969). With regards to tfie optimum range of 3 and up or 5 and up, Examiner 
maintains that it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have modified the bonding index to have been 3 or 5 and up 
since it has been held that where the general conditions of a claim are disclosed in the . 
prior art, discovering the optimum or workable ranges involves only routine skill in the 
art. 

4. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Prior art 
figure 6 in view of JP-41 14145 (JP'145) as applied above, and further in view of JP- 
2568225 (JP'225). 

Prior art figure 6, as modified, lacks the limitation of a sealing agent between the 
bolt and the second attachment fitting. 

JP'225 teaches in figure 2 the use of a sealing agent 15 between the bolt 1 1 and 
the second attachment fitting 7 shown in figure 1 . 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the space between the bolt and the second 
attachment fitting of prior art figure 6, as modified, to have Included a sealing agent, as 
taught by JP'225, in order to provide a means of preventing the entrance of debris. 

5. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Prior art 
figure 6 in view of JP'079 as applied to claim 5 above, and further in view of US Patent 
4762310 to Krajewski et al. 

Prior art figure 6, as modified, teach the use of a lower end opening 
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face of the hole providing the non-serration bonding portion shown at the section within 
the hole in the bottom wall portion above section 102 of the bolt, but lacks the limitation 
of the lower end opening face being chamfered. 

Krajewski et al. teach in the figure on the front of the patent the use of a through 
hole within element 26 which is shown on its lower end opening face as being 
chamfered. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the lower end opening of the hole of Prior art 
figure 6, as modified, to have been chamfered, as taught by Krajewski et al., in order to 
provide enhanced frictional engagement by making sufficient space in the chamfered 
portion to provide a sealing means, for example. 

Response to Arguments 
6. Applicant's arguments filed 1 1/1/06 have been fully considered but they are not 
persuasive. 

In response to the drawing objection and the rejections using Prior art figure 6 
Applicant argues that figure 6 is not prior art. Applicant further notes that the application 
explains that figure 6 is "merely a conceivable construction." Examiner notes that the 
conceivable construction is discussed in the background of the invention section of the 
application. MPEP 608.01 (c) states that the background of the invention comprises a 
section about the field of the invention and a section describing related art. Accordingly, 
placing the explanation of figures 6 and 7 in the background of the invention suggests to 
one of ordinary skill that figures 6 and 7 include known information. Another fact that 
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supports Examiner's conclusion that Figures 6 and 7 are prior art is that in the brief 
description of the drawings section of the application Applicant admitted that figures 6 
and 7 were "conventional." See pg. 5 lines 5 and 6 of the instant application. Section 
704.1 1(b)(1)(F) of the MPEP talks about situations in which the specification's 
background of the invention "describes information as being known or conventional, 
which may be considered as an admission of prior art" Therefore, reliance on Figure 6 
is not improper. 

Applicant next states that it is "unclear whether the Office action argues that 
JP'145 discloses the recited changes in thickness." Examiner notes that JP'145 is not 
relied upon for teaching the recited changes in thickness. Examiner maintains that the 
thickness changing limitations are satisfied by the Prior art figure 6 as illustrated in the 
annotated copy of Prior art figure 6 provided on pg. 3 of the instant Office action. 

Finally, with regards to claims 8 and 9 Applicant argues that the Jones case is 
not pertinent to whether it would have been obvious to design a cup-shaped attachment 
fitting having the claimed structure since Jones discusses whether it was obvious to 
select from types of asbestos. Examiner notes that Jones is used simply for the 
teaching that selecting input values to optimize conditions is known regardless of 
whether the input value is a type of asbestos or a bonding index amount stemming from 
a relationship between diameters and a length. Examiner further notes that the portion 
of the specification cited by the Applicant to provide support for criticality and 
unexpected results relates not to the significance of the bonding index (involving the 
through-hole and serration diameters and the axial length of the serration portion) being 
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at least 3 or 5 but instead to ttie significance of the thiclc-walled structure of the curved 
portion being made of aluminum instead of iron. Since Applicant has failed to provide 
critlcality particularly with respect to the limitations set forth in claims 8 and 9, the 
rejections based on the case law have been maintained. 

7. Applicant's arguments, see pg. 1 1 , filed 1 1/1/06, with respect to the rejection(s) 
of claim(s) 4 under 35 USC 103 using the JP'079 reference have been fully considered 
and are persuasive. Therefore, the rejection has been withdrawn. However, upon 
further consideration, a new ground(s) of rejection is made in view of JP'225. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melody M. Burch whose telephone number is 571-272- 
71 14. The examiner can normally be reached on Monday-Friday (6:30 AM-3:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James McClellan can be reached on 571-272-6786. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/527,800 



Page 9 



Art Unit: 3683 

Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status.information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-91 97 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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